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REMARKS 

At the time of the Office Action dated March 17, 2004, claims 1-12 were pending. Of 
those claims, claims 7-10 have been withdrawn from consideration pursuant to the provisions of 
37C.F.R. §1.1 42(b). 

In this Office Action, claims 1-3 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Jiang et al. in view of Taguchi et al. However, claims 1 1 and 12 added by the 
Amendment dated December 18, 2003 have not been considered in this Office Action. With 
respect to claims 11 and 12, Applicants acknowledge, with appreciation. Examiner Parekh's 
courtesy in conducting a telephonic interview on April 2, 2004. It is Applicants' understanding 
that claims 1 1 and 12 will be considered and new non-final Office Action will be issued if there 
is any reason for rejection of the claims. Attached is the December 18, 2003 Amendment for the 
Examiner's reference. 

In addition, Applicants note that the following limitation recited in claim 1 is not 

considered in this Office Action. 

said adhesive layer extends outside an outer edge of the primary surface of said 
semiconductor element without reaching an outer edge of the primary surface of said 
circuit board , said adhesive layer extending outward relative to and completely all the 
way around the primary surface of said semiconductor element to cover an area of the 
circuit board under which all the external electrodes are disposed (emphasis added). 

Applicants respectfiilly request the Examiner to consider the above limitation, i.e., the December 

18, 2003 Amendment. It is also submitted that the applied combination of Jiang and Taguchi et 

al. does not teach or suggest a semiconductor device including the above limitation. Jiang does 

not teach an adhesive layer covering an area of a circuit board under which all external 

electrodes are disposed. Taguchi et al. does not teach an adhesive layer extending outside an 

outer edge of a primary surface of a semiconductor element without reaching an outer edge of a 
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primary surface of a circuit board, and covering an area of the circuit board under which all 
external electrodes are disposed. 

It is noted that the claimed invention enhances the reliability of a semiconductor device 
because the adhesive layer relieves tension between the semiconductor element and the circuit 
board. In addition, if there is a sealing resin as claimed in claim 2, claimed invention also 
enhances the reliability of a semiconductor device in that the adhesive layer and the sealing resin 
is prevented from separating due to moisture absorption and so on. The applied combination of 
Jiang and Taguchi et al. does not teach or suggest the above aspects. 

Applicants, therefore, respectfully solicit favorable consideration of claims 1-3, 11 and 



Further, the Examiner's attention is directed to the Attomey Docket No as being 50090- 
240, not 500-0-240 as indicated in the Office Action. Correction is respectfully requested. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 



600 13"^ Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 SAB:TT;lnm 
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Respectfully submitted. 
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BEFORE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATE PATENT AND TRADEMARK OFFICE 



LIMITED RECOGNITION UNDER 37 CFR § 10.9(b) 



Tomoki Tanida is hereby given limited recognition under 37 CFR § 10.9(b), as an 
employee of the law firm of McDermott, Will & Emery, to prepare and prosecute patent 
applications wherein the patent applicant is a client of the law firm of McDermott, Will & 
Emery, and a registered practitioner, who is a member of the law firm of McDermott, 
Will & Emery, is the practitioner of record in the applications. This limited recognition 
shall expire on the date appearing below, or when whichever of the following events first 
occurs prior to the date appearing below: (i) Tomoki Tanida ceases to lawfully reside in 
the United States, (ii) Tomoki Tanida's employment with the law firm of McDermott, 
Will & Emery, ceases or is terminated, or (iii) Tomoki Tanida ceases to remain or reside 
in the United States on an H-IB visa. 

This document constitutes proof of such limited recognition. The original of this 
document is on file in the Office of Enrollment and Discipline of the U.S. Patent and 
Trademark Office. 



Expires: July 24, 2004 




Harry 1. Moatz 
Director of Enrollment and Discipline 
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